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DETAILED ACTION 

Continued Examination Under 37 CFR 1. 1 14 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.1 14. Applicant's submission filed on 8/9/1 1 
has been entered. 

Claim Status 

Claims 2-5 and 7-27 are pending. Claim 6 is cancelled. Claims 26-27 are newly 

added. 

Withdrawn Rejections 

The rejection of claims 2-3, 5, 7-17, and 19-22 rejected under 35 U.S.C. 103(a) 
as being unpatentable over JP 1 1-199456 (Published 7/27/1999) in view of Satoshi et al 
(JP 01-29921 1 ; Published 12/4/1989; Abstract Only) is withdrawn in light of applicant's 
persuasive arguments. 

The rejection of claim 4 under 35 U.S.C. 103(a) as being unpatentable over JP 
1 1 -1 99456 (Published 7/27/1 999) in view of Satoshi et al (JP 01 -29921 1 ; Published 
12/4/1989; Abstract Only) and in further view of Hiroaki et al (JP 09-295947; Published 
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1 1/18/1997; Translation provided by applicant in IDS of 9/3/09) is withdrawn in light of 
applicant's persuasive arguments. 



Clarification and Request for References 

In applicant's arguments dated 7/8/11, applicant cited references European 
Pharmacopoeia and Fechner et al. However, the examiner cannot find these 
references of record in the file. As such, the examiner requests applicant to file these 
references accordingly and ensure that they are cited on an IDS. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 



the claims under 35 U.S.C. 1 03(a), the examiner presumes that the subject matter of 
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the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

Claims 2-3, 7-20, and 22-27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Koichi et al (JP 2003-081796; see translation provided by applicant in 
IDS of 9/3/09) in view of Satoshi et al (JP 01 -29921 1 ; Abstract Only) as evidenced by 
"HLB Values," http://www.chemicalland21.com/info/HLB_VALUES.htm. The rejection of 
new claims 26-27 are appended to this rejection. 

Koichi et al teach a composition for the oral cavity that prevents coloration of the 
teeth comprising a first abrasive having an RDA of 130-200 and a second abrasive 
having an RDA of 40-1 1 0 (claims 5 and 7). The first abrasive is in an amount of 0.5-1 0 
wt.% and the second abrasive is in an amount of 3-25 wt.% (paragraphs 0022, 0029). 
The composition also comprises a surfactant (claim 1) and can include powder state 
cellulose in an amount of 0.1-30 wt.% and preferably 0.5-10 wt.% (paragraph 0037). 
Binders in the composition include sodium alginate, carrageenan, xanthan gum and 
sodium carboxymethylcellulose in an amount of 0.3-5 wt.% (paragraph 0041). The 
binders may be used independently or two or more can be mixed. Surfactants in the 
composition include both anionic and nonionic in amounts of 0.001 -5 wt.% (paragraphs 
0038-0039). Anionic surfactants include acyl amino acid salts and nonionic surfactants 
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include polyoxyethylene sorbitan monolaurate and polyoxyethylene (60) hydrogenated 
castor oil among others (paragraph 0039; paragraph 0065). As evidenced by HLB, 
POE sorbitan monolaurate has a HLB of 16.9 and POE (60) hydrogenated castor oil 
has a HLB of 14 (pg. 2). Sweetening agents such as saccharin sodium can be included 
in the composition as well as humectants, glycerin and propylene glycol in amounts of 
5-70 wt.% (paragraphs 0043-0044). Additionally, Koichi et al disclose that the pH of its 
compositions is usually 4-10 (paragraph 0045). Water can be incorporated in the 
compositions in an amount of 10-50 wt% (paragraph 0035). 

Koichi et al do not teach compositions with granules having a particle size 
permitting passage of a 30-mesh sieve but not permitting passage of a 200-mesh sieve. 

The Japanese Office Action of 1 1/10/09 translates JP 01 -29921 1 . According to 
the Office Action and abstract of JP '21 1 , the reference teaches granules having a 
particle size passing through a 30 mesh sieve but incapable of passing through a 200 
mess sieve in a dentrifice composition. The granules are added to increase abrasive 
power (see pg. 3 of Office Action) and are obtained by granulating a water-insoluble 
powdery material with a water-insoluble inorganic binder (abstract). Additionally, the 
granules have disintegration strength when 0.1 to 10 g of a load is applied per granule 
(abstract). 

Therefore, it would have been obvious to an artisan at the time the invention was 
made to add such granules to the oral/toothpaste composition of Koichi et al. One 
would have been motivated to do so in order to add more abrasive power to the 
compositions as suggested in J P '21 1 . Since the compositions of Koichi et al desire 
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compositions with abrasives, an artisan of ordinary skill would have been motivated to 
add more abrasives with the expectation that such an addition could result in a 
complementary or possibly synergistic effect. Furthermore, it is prima facie obvious to 
combine two compositions each of which is taught by the prior art to be useful for the 
same purpose, in order to form a third composition to be used for the very same 
purpose.... [T]he idea of combining them flows logically from their having been 
individually taught in the prior art." In re Kerkhoven, 626 F.2d 846, 850, 205 USPQ 
1069, 1072 (CCPA 1980) (see MPEP 2144.06). 

Regarding the amount of granules incorporated in the composition (instant claim 
12), it is the examiner's position that it would have been obvious to an artisan of 
ordinary skill to incorporate a similar amount of granules as Koichi's abrasives. One 
would have been motivated to do so since JP '21 1 teaches that its granules are also 
used to increase abrasive power. Additionally, it would have been obvious to 
manipulate and optimize the amount of nonionic surfactant to anionic surfactant in 
Koichi's composition. Koichi et al generally teach that a surfactant should be 
incorporated in an amount of 0.001-5 wt.% (paragraph 0038). Methods of determining 
appropriate component percentages are well-known in the art, and one of skill in the art 
would have arrived at the appropriate percentages via routine 
experimentation. Manipulation of relative amounts of formulation components do not 
support the patentability of subject matter encompassed by the prior art, unless there is 
evidence indicating unexpected results. 

Regarding the new limitations of claims 26-27, wherein the powder cellulose is 
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admixed with (B) and (D) and is added to the composition in the form of a dispersion, it 
is noted that this limitation is a product-by-process limitation. As a result, a 
determination of patentability is only based on the product itself. Applicant is directed to 
MPEP 21 13, which states that "If the product in the product-by-process claim is the 
same as or obvious from a product of the prior art, the claim is unpatentable even 
though the prior product was made by a different process." In re Thorpe, 777 F.2d 695, 
698, 227 USPQ 964, 966 (Fed. Cir. 1985). 

Claims 5 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Koichi et al (JP 2003-081796; Published 3/19/2003; see translation provided by 
applicant in IDS of 9/3/09) in view of Satoshi et al (JP 01-29921 1 ; Published 12/4/1989; 
Abstract Only) as applied to claims 2-3, 7-20, and 22-27 above and in further view of JP 
1 1 -1 99456 (Published 7/27/1 999) as evidenced by "HLB Values," 
http://www.chemicalland21.com/info/HLB_VALUES.htm. 

The disclosures of Koichi et al and Satoshi et al are discussed above. 

Koichi et al and Satoshi et al do not teach the instant particle size of powder 
cellulose. 

JP '456 discloses a toothpaste composition with 0.5 wt.% crystalline cellulose 
powder with a particle size of 60 urn . 30 wt.% calcium hydrogen phosphate an hydrate 
as an abrasive, and sodium lauryl sulfate as a surfactant (paragraph 0029) Exemplified 
RDA values were 40, 42, 90, 1 30, 1 1 5, and 1 1 0 (see Table 2). One or two more 
binders are exemplified in the compositions including carrageenan and xanthan gum 
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(paragraph 0029). According to JP '456 a desirable mean particle size of cellulose is 
70-150 urn (paragraph 0005). JP '456 teaches that powder cellulose smaller than 50 
urn will not achieve sufficient cleaning powder and particle sizes larger than 200 urn will 
be both undesirable and uncomfortable for the consumer. 

Therefore, it would have been obvious to an artisan of ordinary skill at the time 
the invention was made to incorporate the instant particle size of powdered cellulose in 
the oral cavity composition of Koichi et al. One would have been motivated to do so 
since JP 456 suggests that such a particle size is desired because it provides sufficient 
cleaning and more comfort for the consumer. Furthermore, since Koichi et al teach 
abrasives of 8-10 urn and 10-15 urn respectively (see paragraph 0033), it would be 
obvious to incorporate similar sizes of powder cellulose in order to enhance the 
composition's uniformity. 

Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Koichi et 
al (JP 2003-081796; Published 3/19/2003; see translation provided by applicant in IDS 
of 9/3/09) in view of Satoshi et al (JP 01 -29921 1 ; Published 1 2/4/1 989; Abstract Only) 
as applied to claims 2-3, 7-20, and 22-27 above and in further view of Hiroaki et al (JP 
09-295947; Published 1 1/18/1997; Translation provided by applicant in IDS of 9/3/09) 
as evidenced by "HLB Values, http://www.chemicalland21 .com/info/HLB_VALUES. htm. 

The disclosures of Koichi et al and Satoshi et al are discussed above. 

The average polymerization degree of powder cellulose in Koichi et al is not 
clear. The average polymerization degree may be the same as claimed. However, 
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Koichi et al do not explicitly teach powder cellulose having an average polymerization 
degree of 440-2250. 

Hiroaki et al teach microspherical particles with a diameter of 0.08-1 mm 
containing at least 10 wt.% powdered cellulose with an average degree of 
polymerization of 380-2500 (claim 1). The microspherical particles are useful as 
vehicles for pharmaceuticals and food products (paragraph 0001). According to Hiroaki 
et al, a common commercially available product of cellulose powder exhibits a 
preferable average polymerization degree of 440-2250 (paragraph 0014). 

Although Koichi et al do not specify the average polymerization degree of powder 
cellulose, which may be taught in the references, it would have been obvious to an 
artisan of ordinary skill at the time the invention was made to look at the teachings of 
Koichi et al and expect the powder cellulose to have the instant average polymerization 
degree. One would have expected this since Hiroaki teaches that a common 
commercially available product of powder cellulose used in pharmaceutical/food 
compositions exhibits the instant average polymerization degree (preferably 440-2250). 
Furthermore, one would have been motivated to manipulate the powder cellulose of 
Koichi et al to have the instant polymerization degree because Hiroaki suggests that 
powder cellulose with the instant polymerization degree is conventional in 
pharmaceuticals and food products. 
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Response to Arguments 

Applicant's arguments filed 7/8/1 1 have been fully considered but they are not 
persuasive. 

Applicant argues that the claimed composition provides for enhanced foaming 
performance. Applicant conducted additional testing, submitted in the Declaration by 
Mr. Yoshida on 12/8/10. Toothpaste compositions were prepared but with variations in 
the content and nature of surfactant and silica granules. The foaming quality and 
quantity was analyzed using the techniques reported in example 15 of the specification. 
According to applicant, the data provides evidence of an enhancement in foaming 
quantity and quality for the combination of surfactant, powdered cellulose and silica of 
specified size. Applicant tested surfactant in amounts of 1 .5-4.5 wt.% and silica 
granules ranging from 2.5-25.5 wt.% with particle size ranges of 100-200 urn. Applicant 
submits that the cited art fails to have combined the three claimed components and fails 
to identify any effect on foaming from dentrifice granules. 

Furthermore, applicant submitted a second Declaration by Mr. Yoshida on 
7/8/1 1 . The Declaration shows that compositions containing only powder cellulose (but 
not granules) or only granules (but not powder cellulose) do not attain the foaming 
properties of the instant invention. As such, applicant argues that the combination of 
both powder cellulose and the granules is required to attain the instant foaming 
properties. 

However, the Rule 1 32 Declarations under 37 CFR 1 .1 32 by Mr. Yoshida are 
insufficient to overcome the rejection of the claims. 



Application/Control Number: 1 0/589,396 Page 1 1 

Art Unit: 1611 

It is the examiner's position that a prima facie case of obviousness has been 
established. It would have been obvious to select and incorporate the instant granules 
of JP '21 1 into the composition of Koichi for the reasons stated in the rejection above, 
which are incorporated herein. As such, it is the examiner's position that applicant's 
alleged unexpected results would have been an obvious intrinsic property of the prior 
art. "The fact that applicant has recognized another advantage which would flow 
naturally from following the suggestion of the prior art cannot be the basis for 
patentability when the differences would otherwise be obvious." Ex parte Obiaya, 227 
USPQ 58, 60 (Bd. Pat. App. & Inter. 1985). Mere recognition of latent properties in the 
prior art does not render nonobvious an otherwise known invention. In re Wiseman, 
596 F.2d 1019, 201 USPQ 658 (CCPA 1979). 

Additionally, it is noted that applicant's additional evidence is not commensurate 
in scope with the instant claims. According to MPEP 716.02, whether the unexpected 
results are the result of unexpectedly improved results or a property not taught by the 
prior art, the "objective evidence of nonobviousness must be commensurate in scope 
with the claims which the evidence is offered to support." Independent claim 2 
generically claims any surfactant, powder cellulose, and any granule of specific size in 
any amount. On the other hand, applicant only tested anionic and nonionic surfactants 
in amounts from 1 .5- 4.5 wt.% and silica granules ranging from 2.5-25 wt.% with a 
particle size range of 100-200 urn. Merely showing three specific types of surfactants 
and silica granules in specific amounts does not meet the larger scope of independent 
claim 2. One cannot extrapolate three specific surfactants and silica granules to each 
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and every compound that falls within the broad, generic categories of the components in 
the instant claims. As such, in order to commensurate the scope of the instant claims 
with applicant's alleged unexpected evidence; applicant needs to narrow the scope of 
the instant claims. 

Lastly, it is noted that the foam quality of applicant's compositions were assessed 
by a panel of 5 experts (see instant specification pg.24) and are opinion based. 
"Although an affidavit or declaration which states only conclusions may have some 
probative value, such an affidavit or declaration may have little weight when considered 
in light of all the evidence of record in the application." Since such results were simply 
rated by experts and are unsupported by objective factual evidence, the results will be 
considered as having little evidentiary value. Furthermore, it is not necessarily clear 
what assessment scores are desirable for superior foam. For example, it is not clear if 
finer foams are desired, if viscous foams are desired, if elastic foams are desired, etc. 
Without this knowledge, it is difficult to determine if there is actual enhancement in 
foaming quality of the instant invention. Applicant's clarification is respectfully 
requested. 

Thus, absent any sufficient unexpected results, it is the examiner's position that 
the rejections should be maintained for the reasons stated above. 



Conclusion 

Claims 2-5 and 7-27 are rejected. No claims are allowed. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to RACHAEL WELTER whose telephone number is 
(571)270-5237. The examiner can normally be reached 7:30-5:00 Monday- Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sharmila Landau can be reached at 571-272-0614. The fax phone number 
for the organization where this application or proceeding is assigned is 571 -273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571 -272-1 000. 

REW 

/Lakshmi S Channavajjala/ 
Primary Examiner, Art Unit 1 61 1 



